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— The MA!UNG DATE of thm communication appears on tfie cotter sheet beneatfi th conesponc^nce address— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 



• Extensions of time may be available under the provisions of 37 CFR 1.1d6(a). In no event, however, may a reply be timely filed after SIX (6) MOISTTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MOlsTTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to becon^ ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later tf^an three monttrs after the mailing date of this communication, even if timely, may reduce any eamed patent 
tenn adjustment See 37 CFR 1 .704(b). 
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Status 

cyResponsive to communication(s) filed on 

Cl^fhis action is RNAL. 

□ Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is closed in 
accordance with the practice under £x parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 



Disposition of Claims 

[B^6laim(s) 



Of the above clainn(s). 

□ Claim(s) 

B*^aim{s) 

□ Claim(s) 

□ Claim(s) 



Application Papers 

□ The proposed drawing connection, filed on 

□ TTie drawing(s) filed on 



is/are pending in the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction or election 
requirement 



is □ approved □ disapproved. 



is/are objected to by the Examiner 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner, 

Pri rity under 35 U.S.C. § 119 (aHd) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (aHd). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have been received 

in this national stage application from the International Bureau (PCT Rule 17.2(^) 
^Certified copies not received: , ^ 
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Serial No. 09/752,699 -2- 
Art Unit 1771 

1. The text of those sections of Title 35; U.S. Code not 
included in this action can be found in a prior Office action. 

2. The following is a quotation of the first paragraph of 
35 U.S.C. § 112: 

The specification shall contain a written description 
of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and 
exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying 
out his invention. 

3. Claims 1, 2, 4 and 6-17 are rejected under 35 U.S.C. § 
112, first paragraph, as containing subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. More particularly, the newly presented 
limitation in applicant's claim preamble that the claimed tape is 
"free from chemical binding agents" is new matter in that it runs 
afoul of the ruleji set forth in Ex parte Grasselli et al. -Board 
of Appeals 231 USPQ 393, affirmed 738 F. 2d 453 (Fed. Cir. 1984) 
to the effect that limitations such as "free of" a certain 
ingredient or element are new matter in the absence of an express 
disclosure providing support for the limitation. The Examiner 
can find no such support in applicant's specification, nor has 
applicant pointed out any such support therefor, and the final 
paragraph on page 3 of the specification (which has been amended) 
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fails to provide such support, either in its present condition or 

its former condition. 

4. Claims 1, 2,4 and 6-17 are rejected under 3 5 U.S. C. § 
112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. More particularly, 
despite the recent claim amendments, quite a few problems still 
appear to remain in claim 1. In claim 1, line 2 the phrase 
"special covering or treatment" is unduly vague and indefinite 
with respect to the embodiments (i.e. release sheets and/or 
release coatings) that are believed intended. In claim 1, line 4 
of the non-marked up claim copy on page 2 of the response, the 
semicolon at the end of the line is clearly improper and should 
be removed. In claim 1, line 10 of the marked up copy the phrase 
"on the side opposite the adhesive coating" has no structural 
relationship to the claim as it exists at that point. In the 
next line the phrase "at a certain temperature" is believed to be 
vague and indefinite. In claim 1, marked up copy lines 16 and 18 
the phrases "lower than said temperature of melting" and "higher 
than said temperature of melting" also lack proper antecedent 
basis. Finally, in the last two lines the phrase "selectively 
melted fibers" appears also to be vague, indefinite and 
confusing, having no structural relationship with the remainder 
of the claim. 
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5. Claims 1, 2, 4 and 6-17 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Riedel et al . , taken either 
individually, or in view of Knoke et al . , substantially for the 
reasons set forth in paragraph No. 4 of Paper No. 7, together 
with the following additional observations and modifications. 
Applicant's amended claim preamble (which the Examiner has given 
weight to) recites the limitations that the tape is "free from 
chemical binding agents", and "can be wound . . . without use 
. . . special covering or treatment . . . unwound easily read for 
use". However, as to the first limitation, despite applicant's 
assertion to the contrary (Response, page 6, top paragraph) 
column 3, lines 59-64 teach that "interbonded by a chemical 
bonding agent" is only one possible alternative, and if the 
reference instead utilized only "physical entanglement" 
techniques the relied upon embodiments would read on applicant's 

claimed newly presented "free of binding agents" 

limitation in his claim preamble. In a similar vein, while 
column 10, lines 46-53 teach that it is desirable to use a 
releasable liner or a release coating, note that the disclosure 
does not regard such procedures as essential and also that 
applicant has provided no suitable comparison that would indicate 
his genus of articles exhibits the nonobvious properties he 
alleges in lines 2 and 3 of claim 1. The Examiner further notes 
that contrary to his earlier position Riedel et al , does indeed 
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teach needle punched non-wovens, such embodiments finding support 
particularly at column 6, lines 57-62. Finally, contrary to 
applicant's assertion (Response, page 5, bottom paragraph - page 
6 top paragraph) the genus of fibers disclosed in Riedel et al . 
particularly beginning at column 5 line 8 (e.g. column 5, lines 
13-17) reads upon members of applicant's claimed genus of fibers 
(note the specification, page 2, paragraph 3) such that the 
melting points of the fibers set forth in the last ^seven lines 
of claim 1 would either be inherent, or at most obvious 
optimizations to one of ordinary skill, in the absence of 
unexpected results . With respect to the dependent claims, these 
are unamended, and consequently the Examiner's analysis is again 
believed to be substantially as previously set forth and as 

modified above. 

6. Applicant's amendment necessitated the new grounds of 
rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 
§ 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). The practice of 
automatically extending the shortened statutory period an 
additional month upon the filing of a timely first response to a 
final rejection has been discontinued by the Office. See 1021 
TMOG 3 5 . 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
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ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE -MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
Zirker whose telephone number is (703) 308-0031. The examiner 
can normally be reached on Monday-Thursday from 8:30 A.M. to 6:00 
P.M. The examiner can also be reached on alternate Fridays. 



unsuccessful, the examiner's supervisor, Terrel Morris, can be 
reached on (703) 308-2414. The fax phone number for this Group 
is (703) 872-9310. 



status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0661. 



If attempts to reach the examiner by telephone are 



Any inquiry of a general nature or relating to the 



Dzirker : cdc 
February 10, 2 0 03 
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